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INTRODUCTION

Apple is a market leading computer hardware v&fé and mobile computing technology and services
company. Its APP STORE™ mobile software downleadvice has transformed the way that mobile device
users customize and expand the functionality of teuices. Apple, long renowed for its innovation and
product design, introduced the APP STORE service and coined the APP STORE mark just over two years ago.
In that short period of time, the service has expeddrmphenomenal growth and success, and is now used by
over 160 million consumers worldwide who have dimaded more than 10 billion software programs.

Microsoft now asks the Board to summarily eradicate Apple’'s commercial rights in its APP STORE
mark on the purported basis that APP STORE has become generic. Having itself faced a decades-long
genericness challenge to its claimed WINDOWS markgrddioft should be well aware that the focus in
evaluating genericness is on the mak a wholeand requires a fact-intensive assessment of the primary
significance of the terno a substantial majority of the relevant publi¥et, Microsoft, missing the forest for
the trees, does not base its motion aomprehensivevaluation of how the relant public understands the
term APP STORE as a whole.

What it offers instead are out-of-context and mislegdsnippets of material printed by its outside
counsel from the internet and allegations rdijy how the public allegedly interprets tbenstituent parts of
the term APP STOREg. “app” and “store.” Recognizing the many issues of fact raised by its motion and
trying to sidestep them, Microsoft also concocts dhgument that all “store” fonative marks such as APP
STORE should beer segeneric. Microsoft's proofs, and its attpt to create a new genericness standard from
whole cloth, do not warrant an award of summary judgment in Microsoft’s favor.

At most, Microsoft demonstrates that the term APP ST@R&cribesthe nature of Apple’s online
software marketplack. It falls far short of proving by clear and convincing evidence thaiapority of the

relevant public uses the term APP STORE genericallpiigronline software marketplace. APP STORE is no

! The examiner accepted Apple’s substantial evidence that its APP STORE mark has acquired distinctiveness
pursuant to Section 2(f) of the Trademark Act, 15 U.S.C. §1052(f), and Microsoft has not sought to challenge
this finding. Thus, if the Board concludes, as it shothidt the term APP STORE is at most descriptive of
Apple’s services, then the Board should dismiss Microsoft's opposition.

www.TrademarkEm.com



more generic than other arguably descriptive terms that courts and the Board have long recognized as capable of
serving as valid marks, including such terms as BO@RSTAPE (for cassettes on wh books are recorded),

THE MONEY STORE (for money lending); VISION CENTER (for retail services involving optical services

and related goods such as eyewear); WEBPHONE (fopatan software and computer hardware that enable
real-time audio communication over computer networks); CASH MANAGEMENT ACCOUNT (for, among
other things, stock brokerage services); THE BEERKE OUTLET (for retail store services featuring beef
snacks); DICTAPHONE (for dictation machines); POIRITCHER (for polyethylene pitchers); INSTANT
MESSENGER (for real time text messaging service), and a host of other marks discussed below.

Further, Microsoft acknowledges that Apple’s principal competitors have all found ways of competing
with Apple by offering online software marketplace seegi of their own without ursg the term APP STORE.
Particularly apt, then, is the Board’s recent statertieatt “[ijn circumstances where a coined term used as a
trademark is quickly taken up by the public but not by competitors and the stakes are ‘the fateful step’ of full
‘eradication’ of an applicant’s ‘commercial rightthe evidentiary burden [of showing genericnesshesivy
indeed” In re Trek 2000 Int’l, Ltd.97 U.S.P.Q.2d 1106, 1114 (T.T.A.B. 2010) (emphasis added) (rejecting a
genericness challenge to the mark THBIDMRIVE for portable storage devices).

Given the multiple deficiencies in its proofs, it ie&t that Microsoft has not satisfied its heavy burden
on summary judgment. Apple’s opposition, however, doeégeast solely on the fact that Microsoft has not
demonstrated the lack of genuine issues of factrfal. Rather, Apple offers testimony from a renowned
linguistics expert, Dr. Robert Leonard, who, based upgarous examination of the empirical evidence,
concludes that “the predominant usage of the #®®RR STORE is as a proper noun to refer to Apple’s online
application marketplace.” If there can be any doubtrdigg whether genuine issues of fact exist warranting
trial (and there should not be), Dr. Leonard’s declanatinquestionably removes it. Accordingly, Microsoft's
motion should be denied.

STATEMENT OF FACTS
I APPLE’'S APP STORE SERVICE.

On July 11, 2008, Apple, the world famoushealogy company, launched its APP STORE service.

2
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This service allows users of Apple’s iPhone, iPod andst recently, iPad mobile devices, and users of
computers running Apple’s iTunes software, to browse for and license a wide range of third party software
programs, including games, business, educational, finapees, sports, productivitgocial networking, health,
reference, travel, and utility software. DeclarationTobmas La Perle, Esq., téd February 28, 2011 (“La

Perle Dec.”) 11 4, 10.

Prior to the introduction of the APP STORE service, mobile operators offered a variety of mobile
software such as downloadable ringtones, wallpapers and géangks.5. These services were branded with a
variety of terms that bore no similarity to APP STORE. For example, AT&T called its mobile software service
“Media Mall” which it now calls “AppCenter."ld.

When it launched, the APP STORE service represented a different kind of online software service and
was an instant commercial and critical succddsf 6. As a columnist forhe New York Timaemarked soon
after the launch of the service, “[n]othing like #pp Store has ever been attempted befoBe&d. § 7, EX. 2.

As a complement to its revolutionary service, Appdéned the term APP STORE as a means of branding its
new service.Seeid. 1 9;see alsd_eonard Dec. 26 (concluding that “tteem APP STORE was not in fact in
general use in connection with the distribution of sofeyarograms prior to Apple’s adoption of the term as a
trademark.”).

The APP STORE service serves as the distribution icéate variety of software programs, including
many programs developed by third §ies and programs developed by Apple. For example, if a user of an
Apple mobile device wishes to play the popular “Angiyds” video game, she would touch the “App Store”
icon on her mobile device, search for the “Angry Birgsbgram and obtain a copy of that program on her
device by licensing the software through the APP STORE service. La Perle Dec.  12.

In order to distribute software programsdhgh the APP STORE service, third party software
developers are required to sign a distribution agreement in which the developer appoints Apple as its worldwide
agent for delivery of the software programid. 1 14. All of the software programs that are available through

the APP STORE service are licensed to consumers, notlsolfi.15.

3
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To date, there have been more than 10 billion doadd of programs through the service by more than
160 million consumers worldwide. An average of oaanillion downloads take place every hour worldwide.

Id. § 18. There are currently more than 350,000 soétyweograms available for download on the APP STORE
service. Id.
. APPLE’'S BRANDING OF ITS APP STORE ONLINE SOFTWARE MARKETPLACE.

Apple has extensively advertised, marketed gromoted the APP STORE service and the APP
STORE mark. In particular, Apple has spent millions of dollars on print, television and internet adveldising.

1 19. Apple’'s efforts and the resulting commersiatcess of the APP STORE service have conditioned a
majority of consumers to perceive APP RBas a trademark, not a generic te®eel.eonard Dec. 1 29-32,
41. Moreover, Apple has obtained forty two (42) regigins of the APP STORE mark in foreign jurisdictions.
Seela Perle Dec. 1 36.

Since the APP STORE service was launched in 28p8le has prominently featured the APP STORE
mark in print advertising. The mark has been featured in print advertising sponsored both by Apple as well as
AT&T (which offers wireless connectivity for Apple’siobile devices). These ads have appeared in such
magazines and newspaperd-astune The New YorkeMhe EconomisiNewsweekTime The New York Times
the Washington Posts well as numerous other regional and local newspafeeka Perle Dec. § 20, Ex. 5.

As part of its marketing, Apple has implementesh&gue television advertisg campaign featuring the
tag lines “There’s An App For That” and “Tiees An App For Just About Everything.ld.  21. These
commercials highlight the different computer softwaregrams available through the APP STORE service and
the variety of functions each computer software progsames. These commercials verbally refer to the APP
STORE mark and also depict the APP STORE mark as featured on Apple’s dédicégple has aired these
and other commercials regarding its APP STORE services on all the major television broadcast stations,
including ABC, CBS, NBC, FOX, The CW, BET, Comedy Central, CNN, ESPN, MTV, TBS, TNT, and VH1.
Id. As a result, millions of consumers have been exposed to Apple’s television campahigns.

Not surprisingly given the success of Apple’s APP STORE service, the service and Apple’'s APP

STORE mark have been the subject of significant pesiiinvsolicited media coverage. These articles recognize

4
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the APP STORE mark as referring exclusively to Apple’s sengs=ld. 1 27, Ex. 12.
. APPLE VIGOROUSLY PROTECTS ITS APP STORE MARK.

The phenomenal popularity of Apple’s online software marketplace has prompted a number of
competitors to offer their own marketplaces. kctf Microsoft, Google, Nokia, Research in Motion
(Blackberry), Sprint, Verizon and other major comgamow offer an online software marketplace for mobile
operating systems that compete with Apple’s mobile operating system (in fact, Apple’s competitors hold a larger
market share than Apple in respect of mobile operating systdohs). 37. As Microsoft itself acknowledges,
Opposer’'s Mot. For Summ. J. 15, these competitove Hiaund ways of branding and describing their own
online software marketplace without using the term APP STORE. La Perle Dec. 1 37. For example, Microsoft
itself uses the term MARKETPLACE to refer to its servared uses the descriptor “virtual store for apps.”
January 10, 2011 Declaration of Nathaniel E. Durranc&upport of Microsoft Corporation’s Motion for
Summary Judgment, Dkt. No. 7 (“Durrance Dec.”) T 23.

In limited instances third parties have made improgeraf the term APP STORE. La Perle Dec. | 38.

In response, Apple has contacted those parties andsteguthat they cease and desist from further use of the
mark. Id. In most every instance, the entities contacted by Apple agreed to cease use of Apple’'s APP STORE
mark. Those few which refused to cease use of &ppAPP STORE mark made reference to Microsoft's
challenge of Apple’s rights in its APP STORE mark,ahhhas received widespread attention in the press, and
have refused to cease using APP STORE pending a ruling in this proceleldifig9.

ARGUMENT

l. MICROSOFT FACES A “STRINGENT STANDARD” IN ASKING FOR SUMMARY
JUDGMENT IN ITS FAVOR.

Summary judgment is only appropriate where therenargenuine issues of material fact in dispute
thus leaving the case to be resolved as a matter of BseFed. R. Civ. P. 56(c). Microsoft, as the party
moving for summary judgment, has the burden of demainsr the absence of any genuine issue of material
fact. SeeCelotex Corp. v. Catretd77 U.S. 317, 322-37 (1986).

Microsoft, in order to prevail on its motion, must establisktlear and convincing evidendbat there

is no genuine issue of fact regarding the genus afdloes or services at issue and that the relevant consuming
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public understands Apple’s proposed mark to rpfenarily to that genus of goods or servic&ee H. Marvin
Ginn Corp. v. Int'l Ass'n of Fire Chiefs, Inc/82 F.2d 987, 989-90, 228 U.S.P.Q. 528, 530 (Fed. Cir. 1986);
Interpayment Servs. Ltd. v. Docters & Thie@pp'n No. 91119852002 WL 140168, at *3 (T.T.A.B. Jan. 31,
2002) (non-precedential) (copy attachdd)ckermate Corp. v. Curti©Opp’n No. 91115439, 2002 WL 834492,
at *3 (T.T.A.B. Apr. 30, 2002) (non-precedential) (copyaeltted). Microsoft is held to a “stringent standard,”
and summary judgment is “not a substitute tiee trial of disputed issues of factWalters Gardens, Inc. v.
Pride Of Place Plants, IncOpp’n No. 911537 55, 2004 WL 1149499, at *6 (T.T.A.B. May 4, 2004) (non-
precedential) (copy attached).

Apple, in order to have the opportunity to submit psaatftrial, need only show that, on the evidence of
record, a reasonable fact finder could resolve the matter in its f&ear Opryland USA Inc. v. Great Am. Music
Show Inc, 970 F.2d 847, 850, 23 U.S.P.Q.2d 1471, 1472-73 (Fed. Cir. 1@¥®); Tyme Foods Inc. v.
Roundy’s InG.961 F.2d 200, 202, 22 U.S.P.Q.2d 1542, 1544 (Fed. Cir. 1882xalsdVisa Int'l Serv. Ass'n v.
Life-Code Sys., Inc.220 U.S.P.Q. 740, 742 (T.T.A.B. 1983) (on a summary judgment motion, “[tlhe
nonmoving party is not required to adduce evidence seifidio prove its case . . . ”; it need only shadhat
there is a genuine issue as to a material fact and that, therefore, there is a need fof)gdergihasis added).
The Board does not resolve issues of fact on sumjodgment; it only determines whether a genuine issue
exists. Meyers v. Brooks Shoe 1n812 F.2d 1459, 1461, 16 U.S.P.Q.2d 1055, 1056 (Fed. Cir. 18@0juled
on other grounddy A.C Aukerman Co. v. R.L. Chaides Constr., &80 F.2d 1020, 1038-39, 22 U.S.P.Q.2d
1321, 1333 (Fed. Cir. 1992). The evidence should beedew a light most favorable to Apple as the non-
movant, and all justifiable inferencebould be drawn in Apple’s favorSeelLloyd's Food Prods. Inc. v. Eli's
Inc., 987 F.2d 766, 767, 25 U.S.P.Q.2d 2027, 2029 (Fed. Cir. 1998yland USA 970 F.2d at 850, 23
U.S.P.Q.2d at 1472.

The determination of whether a mark is generic istype of factual dispute that is rarely appropriate
for resolution on summary judgmerfbeee.g, Bath & Body Works, Inc. v. zier Personalized Cosmetics, Inc.
76 F.3d 743, 748, 37 U.S.P.Q.2d 1779, 1783 (6th1X0i®86) (district court’s finding that BATH AND BODY

was generic was erroneous insofaftas public,” and thus the jury, might reach a different conclusion); Order
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Denying Defendant’'s Motion foBummary Judgment on Genericnegiicrosoft Corp. v. Lindows.com, Inc.

Case No. C01-2115C (W.D. Wash. Jan. 22, 2003) (in wkthe conflicting evidence offered by the parties,
summary judgment inappropriate in connection vd#fendant's summary judgment motion seeking a ruling
that WINDOWS was generic as a matter of law for a graphical computer operating envircniRius; Mktg.,

Inc. v. Mitchel] 993 F. Supp. 1301, 1307, 45 U.S.P.Q.2d 1247, 1252 (D. Nev. 1997) (summary judgment
unwarranted where “the public could arguably associamtif’s ‘universal’ machine with [Plaintiff itself],

and thus find ‘universals not generic”);SportsChannel Assocs. v. Comm’r of Patents & Trademafk3 F.

Supp. 418, 426-27, 37 U.S.P.Q.2d 1106, 1112-14 .(EXD 1995) (evaluating conflicting evidence as to
whether the term SPORTSCHANNEL for a sports-orientésligion channel was generic and, in view of the
conflicting evidence, denying defendanmotion for summary judgment).

As one court explained, so long as “facts are satdghat could cause a readaegury to decide the
mark is a descriptive mark with secondary meaning suggestive mark, then the mark would be protected by
trademark law and summary judgment for Defendant [on the issue of genericness] would be impi&pger.”
Snack Foods Corp. v. Earthgrains C820 F. Supp. 2d 358, 376, 65 U.S.P.Q.2d 1897, 1910-11 (D.N.J. 2002)
(finding insufficient evidence to show that BREAK & BAKE is generic as a matter of law).

Il THE GENERICNESS INQUIRY FOCUSES ON THE TERM’'S PRIMARY SIGNIFICANCE TO
A SUBSTANTIAL MAJORITY OF THE RELEVANT PUBLIC.

As Microsoft is well aware from its lengthy efforts trying to defend its claimed WINDOWS mark in a
case that was ultimately settled out of court before a final decision was réaggwetic terms are common
names that the relevant purchasing public understarichgrily as describing the genus of goods or services
being sold. In re Dial-A-Mattress Operating Corp240 F.3d 1341, 1344, 57 U.S.P.Q.2d 1807, 1810 (Fed. Cir.
2001) (reversing refusal to register mark 1-888-MAEBS because evidence did not show that the relevant

public referred to the mark as a class of services). @stefdr genericness is not whether some portion of the

2 A copy of this decision is attachad Exhibit C to Ms. Jones’ declaration.

% For a summary of Microsoft's lengthy battle to claim trademark rights in the term WINDOWRljsesoft
Corp. v. Lindows.com, Inc64 U.S.P.Q.2d 1397, 1411 (W.D. Wash. 2002) (denying Microsoft’'s motion for a
preliminary injunction, finding “serious questions redjag whether Windows is a non-generic name and thus
eligible for the protectionsf federal trademark law”).
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relevant public views a term ggneric, but whether the ternpsimary significance to aubstantialimajority of

the relevantpublic is as a generic ternSee Ginn782 F.2d at 989, 228 U.S.P.Q. at 586¢ alsdn re Trek

2000,97 U.S.P.Q.2d at 1108 (“The critical issue is to awiee whether the record shows that members of the
relevant public primarily use or understand the term sought to be registered to refer to the category or class of
goods or services in question.”); 15 U.S.C. § 1064(3) (“The primary significance of the registered mark to the
relevant public ... shall be the test for determining wiretthe registered mark has become the generic name of
goods or services on or in connection with which it has been used.”).

Making this determination “involves a two-step inquiFrst, what is the genus of goods or services at
issue? Second, is the term sought to be registered . .rstowtkby the relevant public primarily to refer to that
genus of goods or services@inn, 782 F.2d at 990, 228 U.S.P.Q. at 530. If the primary significance of the term
in the minds of the relevant public is that it refers toptaucerand not to the class of goods or services, then
the term is not genericSee id(reversing Board decision holding that FIRE CHIEF for magazines was generic);
see also In re Merrill LynchPRierce, Fenner, & Smith, Inc828 F.2d 1567, 1571, 4 U.S.P.Q.2d 1141, 1144
(Fed. Cir. 1987) (reversing the Board's demisiand holding CASH MANAGEMENT ACCOUNT for
brokerage servicesot generic because the relevant public vieweslmark as referring to the producer and not
the class of services). Competent sources evincingutehasing public’s understanding of a contested term
include purchaser testimony, consumer surveys, diaodeafinitions, trade jourds, newspapers and other
publications.In re Dial-A-Mattress 240 F.3d at 1344, 57 U.S.P.Q.2d at 1810.

The Seventh Circuit Court of Appeals has cautionati¢hsting a term into the public domain through a
finding of genericness is a “fateful stepTy Inc. v. Softbelly’s Inc353 F.3d 528, 531, 69 U.S.P.Q.2d 1213,
1215 (7th Cir. 2003). The court explained that this is because such a finding:

penalizes the trademark’s owner for his success in making the trademark a household
name and forces him to scramble todfia new trademark. And it may confuse
consumers who continue to associate the trademark with the owner’s brand when they
encounter what they thought a brand name on another seller's brand. . . . The fateful
step ordinarily is not taken until the trademark has gaméar toward becoming the
exclusive descriptor of the product thallees of competing brands cannot compete

effectively without using the name to designate the product they are.selling

353 F.3d at 531, 69 U.S.P.Q.2d at 1215 (emphasis adaedgisdn re Trek 200097 U.S.P.Q.2d at 1108
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(quotingTy Inc, 353 F.3d at 531, 69 U.S.P.Q.2d at 1215).

II. MICROSOFT'S EVIDENCE PROVIDES AN INSUFFICIENT BASIS UPON WHICH TO
GRANT SUMMARY JUDGMENT IN MICROSOFT’S FAVOR.

Microsoft concedes, as it must, that the critical issue is whetmaijaxity of the relevant public use the
term APP STORE as a generic term for the services at i€egOpposer’'s Mot. for Summ. J. 5. However, it
then makes no attempt to identify the relevant publicligwesvise fails to identify withspecificity the class of
services at issut.Most significantly of all, Microsft also fails to submit any evideneetually assessing the
universe of uses of the term APP STORE

What Microsoft offers instead is a hodge-podge ofajdttontext snippets of material that Microsoft
argues reflect generic uses of the term APP STOREroshft makes no attempt to assess whether such uses
constitute a small or large fraction of the total uséthe term APP STORE. Worse, in many instances
Microsoft counts the same uses multiple times and mischaracterizes brand usage as generic use. Microsoft,
therefore, falls far short of satisfying the stringstaindard governing its summary judgment motion.

A. Microsoft Errs By Dissecting the Term APP STORE.

1. The Board Should Examine APP STORE as a Whole.

Microsoft reaches the wrong conclusion because it begitlis the wrong standard. It argues that
“[tlerms that combine the generic name of a produith the generic designator ‘store’ or ‘warehouse’ are
generic and unregisterable for retail store services fagtuhe product.” Opposer's Mot. for Summ. J. 6.
Microsoft, seeking to sidestep the many factual issues raised by its motion, urges the Board to adopt what would
amount to ger serule for evaluating whether a term is generidowever, it offers no reason for the Board to
deviate from its long-established, fact-specific inquiry with respect to the genericness issues.

In focusing on the constituent parts of the tedfAP STORE, Microsoft grossly misrepresents the
genericness test. It is well established thatfocus in evaluating genericness is omtlagk as a whole As the

Board has explained, “[w]hether a mark is agsler or a compound word, the inquiry remains the sanibe

* While Microsoft’s brief offers no definition for the relewaservice, at times it refers generally to “retail store
services featuring apps,” Opposer’s Mot. for Summary 8, &%, and at other times to “online stores featuring
apps,’id. at 11. Apple submits that the proper definition of the class of services is an online marketplace
featuring downloadable software programs and thevaatepublic is consumers of downloadable software
programs.
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sum total of the separate components no less geienicthe components themselves, or does the combination
yield something moréMcCormick Del., Inc. v. Williams Foods, In©pp’n 9202896,/2001 WL 253633, at

*5 (T.T.A.B. Feb. 14, 2001) (emphasis addéfpy attached) (finding the mark BAG'N SEASQIdt generic

for seasoning mixes for meats and roaskiags combined in the same packagesg; alsdJnion Carbide Corp.

v. Ever-Ready Inc531 F.2d 366, 379, 188 U.S.P.Q. 623, 635 (7th Cir. 1976) (“Dissecting marks often leads to
error. Words which could not individually becoraetrademark may become one when taken together.”),
superseded on other grounds by statute agdtet Scandia Down Corp. v. Euroquilt, IN¢72 F.2d 1423, 227
U.S.P.Q. 138 (7th Cir. 1985). As the Federal Circuit cautionédii@ Steelbuilding.com[a]n inquiry into the
public’s understanding of a mar&quires consideration of the mark as a wholeven if each of the constituent
words in a combination mark is generic, the comiidmais not generic unless the entire formulation does not
add any meaning to the otherwise generic mark.” 415 F.3d 1293, 1297, 75 U.S.P.Q.2d 1420, 1421 (Fed. Cir.
2005) (emphasis added).

As Dr. Leonard explains, this approach @uisd as a matter of linguistics because human beings
interpret terms such as APP STORE as a whole. Carsutio not grasp the meaning of the term by separately
analyzing its component parts. Leonard Dec.  20.

Thus, the courts and the Board have long recogrifrccompound terms can serve as valid trademarks
even when each of the constituent terms forming the compound have a generic m8asdg. Cooler, Inc.

v. Loretto Winery, Ltd.774 F.2d 1451, 1455-56, 227 U.S.P.Q. 808, 811 (9th Cir. 1985) (CALIFORNIA
COOLER not generic for a beverage of wine, kliag water and fruit juice produced in Californiajision

Center v. Opticks, Inc596 F.2d 111, 116, 202 U.S.P.Q. 333, 339-40 (5th Cir. 1979) (VISION CENTER not
generic for a business dealing in optical goods and related serBtissgraft of Hollywood v. United Plastics

Co, 294 F.2d 694, 702, 131 U.S.P.Q. 55, 62 (2d Cir. 1961) (POLY PITCHER not generic of a polyethylene
pitcher); Telechron, Inc. v. Telicon Corpl98 F.2d 903, 907, 94 U.S.P.Q. 363, 366 (3d Cir. 1952)
(TELECHRON not generic for electric clock®)an Robbins & Assocdnc. v. Questor Corp 599 F.2d 1009,

1014, 202 U.S.P.Q. 100, 106 (C.C.P.A. 1979) (TINKERTOQY not generic for construction seBtogsy, King

Corp. v. Pilgrim’s Pride Corp.705 F. Supp. 1522, 1525-26, 12 U.S.P.Q.2d 1526, 1529-30 (S.D. Fla. 1988),
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aff'd without op, 894 F.2d 412 (11th Cir. 1990) (CHICKEN TEERS not generic to the general consuming
public for chicken parts, even if it mighe generic to the chicken industrg¢chmidt v. Quigg609 F. Supp.
227, 230, 226 U.S.P.Q. 518, 521.DE Mich. 1985) (HONEY BAKED HAM not generic for hams that are
honey glazed)Park ‘N Fly, Inc. v. Park & Fly, In¢.489 F. Supp. 422, 427, 204 U.S.P.Q. 204, 209 (D. Mass.
1979) (PARK ‘N FLY not generic for airport parking operatiori3ictaphone Corp. v. Dictamatic Corpl99
U.S.P.Q. 437, 445-47 (D. Or. 1978) (DICTAPHONE generic for dictating equipment or machinds)ye
Am. Online, Inc. 77 U.S.P.Q.2d 1618, 1623 (T.T.A.B. 2006) (INSTANT MESSENGER not generic for real
time text messaging servicdjt re Homes & Land Publ'g Corp24 U.S.P.Q.2d 1717, 1718 (T.T.A.B. 1992)
(RENTAL GUIDE not generic for a magazine listing rental propertiesye Minnetonka In¢.3 U.S.P.Q.2d
1711, 1713 (T.T.A.B. 1987) (SOFT SOAP not generic for degoap after originally held to be a generic name
in In re Minnetonka, In¢.212 U.S.P.Q. 772 (T.T.A.B. 1981)).

2. Microsoft’s “Noun Plus Store” Test Grossly Oversimplifies the Genericness Test.

Microsoft argues that whenever a mark combines a product name with the word ‘istgreinploys a
noun plus the word “store”), the combined tecan under no circumstancegrve as a source identifier for
retail services featuring the product. Microsoft greatrgrsimplifies and misapprehends the genericness test.
Indeed, the authority cited by Microsoft undercutgpiigposition and other authority, along with sheer common
sense, flatly contradict it.

Microsoft principally relies upon the Board's decisionifinre Computer Store, Inc211 U.S.P.Q. 72
(T.T.A.B. 1981), in support of its “noun plus store” rulelowever, in that proceeding the Board affirmed the
examiner’s refusal to register THE COMPUTER STORE on the basis that the markengg descriptive,
finding that the applicant’s evidence of aagdi distinctiveness was “not persuasivdd. at 73. Thus, the
decision was not based on a finding of genericrimgisrather on a finding of descriptiveness unsupported by
secondary meaning.

Microsoft’s reliance upoMil-Mar Shoe Co. v. Shonac Corg5 F.3d 1153, 37 U.S.P.Q.2d 1633 (7th
Cir. 1996), is also misplaced. While the CourMit-Mar foundthe terms “Shoe Warehouse” and “Warehouse

Shoes” generic, it did so where the defend@nésSented evidence that hundreds of retail shoe stores use some
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form of either ‘Shoe Warehouse’ or ‘Warehouse Shoes’ in their nan¥és F.3d at 1159, 37 U.S.P.Q.2d at

1638 (emphasis added). Here, and as Microsoft concidpke’s principal competitorBave all adopted terms

other than APP STORE to refer to their respective erdioftware marketplaces. The few third parties making
commercial use of APP STORE have, for the most part, agreed to stop using the term in response to Apple’s
objections’

Moreover, Microsoft's reflexive “noun plus s&r rule cannot account for the Seventh Circuit's
upholding of a registration for THE MONEY STORE for money lendirfgeeMoney Store v. Harriscorp
Finance, Inc. 689 F.2d 666, 216 U.S.P.Q. 11 (7th Cir. 1982). In fact, there the Seventh Circuit affirmed a
finding that the term THE MONEY STORE wasaggestive marknd therefore was registerable even without
a showing of acquired distinctivene€89 F.2d at 673, 216 U.S.P.Q. at 18.

If the Board were to depart from well-establish@@&cedent and adopt Microsoft's one-size fits all
“noun plus store” rule, in one fell swoop it wouldfestively invalidate numerous valid and subsisting
trademark registrations which contain a product namewelibby the word “store.” Clearly, the Board should
avoid a formulation of the genericness test that woutltlenly cast so many third party registrations into the
public domain. For example, the following third partgisgrations would all be effectively cancelled were the

Board to endorse Microsoft’'s argument:

Trademark Registration Goods/Services
Number

Retall store services in the area of household accessories, storage items,

THE CONTAINER STORE 1,164,143 o ;
storage systems, and space orgensi, in International Class 42.

Providing on-line retail services in the field of woodworking including
WOOD STORE 2,339,880 WOOQqukmg tools, plans gnd kits, products, and related .supplles and

publication subscriptions via a global computer network, in
International Class 35.

AWARDSTORE 2,659,403 Retail store services featuring plaques, trophies, laser engraved |acrylic

5 Likewise unavailing for Microsoft are the Board’s decisiongine AEW, Inc.Ser. No. 74/447,347, 1999 WL
285499 (T.T.A.B. May 7, 1999) (non-precedentialjailable at
http://des.uspto.gov/Foia/ReterivePINmM=74447347-05-07-1999&system=TTABIS (addressing the term
DISCOUNT AUTO PARTS STORES) and re Italian Store, Ing.Ser. No. 77/041,070, Dkt. No. 19, 2010 WL
2104134 (T.T.A.B. May 10, 2010) (non-precedentiatidf@ssing the term THE ITALIAN STORE). While in
both those decisions the Board concluded that the terissuat were generic, it did so upon evaluating all the
proffered evidence on the issue of how the pytdicceives those terms. These decisiaéch did not arise in
the context of a summary judgment matgimply do not support the reflexive “noun plus store” rule urged by
Microsoft here.
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and stone, embroidery, digital screen printing, uniform creation,
personalization and corporate identification programs and the like,
International Class 35.

n

Online retail stores and retails stores featuring a wide variety of
consumer goods, including branded and non-branded commercial|items
and gift cards; Online retail outlet featuring digital dollars, prize

SWAG STORE 3,773,696 ; .
money, gift certificates, and redeemable coupons for goods and
services; Online retail outlet featuring marketing goods and services of
others, in International Class 35.
THE AUTO STORE 2,562,711 Pre-owned motor vehicle dealerships, in International Class 35.
THE ENGAGEMENT 2937873 Retall jewelry store services, in International Class 42.
RING STORE e

Retail store services featuring elécipower generators for home and

THE GENERATOR STORE 3,367,291 industrial use, in International Class 35.

Retall store services, featuring paper and plastic tableware, greeting

THE PAPER STORE 1,212,989 cards and party and gift wrapping supplies, in International Class 42.
THE RADIATOR STORE 3,022,200 Retail and Whole_sale store sgrwtﬁeaturmg automotive and vehicular
systems and their componerits|nternational Class 35.
On-line retail store services featuring window blinds, curtains,
THE SHADE STORE 3,559,896 | decorative window treatments and related goods, in International Class
35.
DIGITAL MAP STORE 3,080,989 Online retail store featuring maps, map software, and GPS equipment,

in International Class 35.

SeeDeclaration of Alicia Jones, Esq., dated February 28, 2011 (“Jones Dec.”), 1 2, Ex. A.

3. Definitions of “App” and “Store” Are Not Probative of Consumer Perception of
the Combined Phrase APP STORE.

In a variant of its unsupportable “noun plus stoaejument, Microsoft urges the Board to review the
constituent elements of the term APP STORE and, based upon this parsing, argues that the Board should find
the composite term to be generic. Opposer’'s MotSiomm. J. 6-7. Microsoft's argument invites reversible
error. The Federal Circuit has cautioned that the “Boarthot simply cite definitions and generic uses of the
constituent terms of a mark, ortinis case, a phrase within the markJjieu of conducting an inquiry into the
meaning of the disputed phrase as a wholbold a mark, or a phrasaithin in the mark, generit In re Am.

Fertility Soc'y, 188 F.3d 1341, 1347, 51 U.S.P.Q.2d 1832, 1836 (Fed. Cir. 1999) (emphasis added).

Thus, the Board has rejected a genericness agali® the term THE BEEF JERKY OUTLET for retalil

store services featuring beef snackSee In re Am. Food GoSer. No. 76/101,362, Dkt. No. 12, 2004 WL

2368423 (T.T.A.B. Sept. 29, 2004) (non-precedential). &b ¢hse, and similar to Microsoft’s arguments here,
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the examining attorney argued that “THE BEERRBY OUTLET is a compound term; that the individual
words are generic terms for, respectively, dried Ist@bs and a commercial market; and that the individual
words retain their generic significance whemgal to form the compound term hereinid. at *2. The Board
flatly rejected this argumentpnocluding “although the terms ‘BEEF JERKand ‘OUTLET’ may be generic
for, respectively, a type of beef snack and a commniemtgaket, the record falls short of establishing that the
phrase THE BEEF JERKY OUTLE®s a wholeis generic.ld. at *4 (emphasis added).

4, Microsoft Has Not Proven That The Term “STORE” is Generic for Online Retail
Services.

Not only does Microsoft's parsing of APP STORE uiel the linguistically sound rule that marks need
be evaluated as a whole, it is far from clear that Microsoft is correct in asserting that the term “STORE,” by
itself, is generic foonline retail services. Microsoft fails to suppdhis assertion—in fact its own evidence
tends to support the opposite conabmsi-and Apple’s proofs too show that “store” is at most descriptive of
online retail service$.

As Dr. Leonard’s declaration establishes, the term “store,” while generic for brick and mortar retail
services, is descriptive of online retail web servic€gelLeonard Dec. § 51 (“Apple and other entities have
transmuted the term ‘store’ andveametaphorically morphed “store” from a physical building and source of
commerce with bricks and mortar, physical sales-peoptephysically-touchable displays of merchandise, into
a metaphoric type of non-physical store.”). This idipalarly the case where the marketplace at issue offers
not physical goods such as those offered by the intesteter Amazon.com, but intangible software licenses.
Seela Perle Dec. 1 15.

Microsoft's own evidenceshows that there is at least a question of fact as to whether “store” is generic

for retail services that are transacted entirely in cylaeesp The dictionary definitions it proffers in its

® We are aware of no authority declaring the termréstgeneric for online (as opposed to brick and mortar)
retail services.

" While Apple did disclaim “store” as Microsoft argues, it is well established that a disclaimer operates as a
concession that a term is descriptive; it is not, as Miftaaiggests, a concession that the disclaimed term is
generic. See In re Halocarbon Prods. Coyerial No. 76/588,421, Dkt. No. 9, 2006 WL 1706434, at *4
(T.T.A.B. June 7, 2006) (non-precedentiélfrurther, the fact that thepalicant has disclaimed the term
HALOCARBON in another registration fadhe same goods is not persuasvalence that the term is generic
rather than merely descriptive”).
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“Summary of Undisputed Facts” define “store” apfacewhere goods are sold.” Opposer’s Mot. for Summ. J.

3 (emphasis added). Further, Microsoft provides snippets of two dictionary definitions for the term “store,” both
of which reflect the fact that the term “stdiis typically applied to a retail outlet withpdnysicalpresence. For
example, Microsoft’'s reference to a definition found in Nev Oxford American Dictionargefines “store” as

a “retail establishmenselling items to the public.”ld. at 9. To the sameffect, Microsoft quotes from
Dictionary.comdefining “store” as “arestablishmentvhere merchandise is sold, usually on a retail basis.”
(emphasis added). Even Microsoft, when describingntse software marketplace, sees fit to add the term
“virtual” before “store.” It undoubtedly does so to conveyconsumers that the “store” is not what is typically
envisioned by consumers when they hear that teBeeDurrance Dec. Ex 21, at 8 (describing Microsoft's
online software marketplace as\artual store for apps.”) (emphasis addéd).

Microsoft errs in assuming that when terms are geneutside of the internet context, they are
necessarily generic within it. The Board’s decisiorNietspeak Corp. v. ColungbTelecomm. Group, Inc.
Opp’n No. 91110328, Dkt. No. 40, 200VL 1195623 (T.T.A.B. May 13, @) (non-precedential), illustrates
the fallacy in this assumption. There, the Boardctept a genericness challenge to the term WEBPHONE for
computer software and computer hardware that esBgnpivided a telephone service over the internet.
Reminiscent of Microsoft's arguments here, in that case the applicant “asks that we cancel opposer’s registration
for the mark WEBPHONE based on dictionary definitimighe separate words, a few articles from printed
publications, and records of the USPTO shmgndisclaimers of the term ‘web.’ Id. at *9.

The Board found applicant’s evidence “weak obayuous” and explained that “evidence showing the
descriptivenes®f ‘web’ is not sufficient to showhat ‘web phone’ is generic.”ld. (emphasis added). Of
particular significance here, the Board further concludgdhile opposer’'s goods enable people to use their
computers as they would use a telephategrly the computer hardware and computer software are not really
a ‘telephoneg ” 1d. (emphasis added).

Likewise, Apple’s services enable people to obtain software as they would if they visited a physical

8 It is for this same reason that Apple, when ughmterm “store” in connection with online retail services,
modifies the word by indicating that the service is arlif@i store or “applications store,” or “electronic store.”
La Perle Dec.  33.
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brick and mortar store. However, Apple’s online wafte marketplace is no more a store than opposer’s goods
in the WEBPHONE decision were really a “telephone.”

B. Apple’s Competitors Have Proven That TheyCan Compete Quite Effectively Without
Using the Term APP STORE.

Microsoft offers conflicting evidence on the issokwhether competitors are using the term APP
STORE to describe their own online software malestes. Microsoft concedes that Apple’s principal
competitors have all found terms other than APP STORtIesaoribe their services. Opposer’s Mot. for Summ.

J. 14. At the same time, Microsoft contends thatettzee other competitors that make commercial use of the
term APP STORE.d. at 13. Microsoft's own conflicting evidencé anything, serves to highlight the factual
issues lurking beneath the surface of its motion.

Microsoft has compiled a list showing that Apple’s principal competitors in the online software
marketplace space all use terms other than APP STOREfdo to their service or describe that service
generally. Id. at 15. For example, by Microsoft’'s own concession Google has named its service ANDROID
MARKET and uses the descriptor “marketplace.” RIM/Blackberry refers to its service as APP WORLD and
uses the descriptor “storefront.” Microsoft itself uses the term MARKETPLACE to refer to its service and uses
the descriptor “virtual store for apps.” Finally, NakHP/Palm and Samsung refer to their own services as OVI
STORE, APP CATALOG and SAMSUNG APPS respectively and each describe their services as an
“application store.” Durrance Dec. 1 23. Mr. La Pearl@éclaration also identifies the brand names adopted by
Apple’s competitors with respect their competing online software marketplaces. La Perle Dec. 1 37.

Microsoft's acknowledgment that Apple’s principalngpetitors have all found a way to describe their
online software marketplaces indisputably cuts against its claim that no genuine issue exists and APP STORE
should be found generic as a mattetasi. As the Board concluded in re Trek 2000;where the evidence of
record does not show that compettase the designation in issukis may create douptlepending on the
totality of the record, as to whether a term primarily refers to a genus of goods such that ‘sellers of competing
brands cannot compete effectively without using nlaene to designate the product they are selling.” ” 97
U.S.P.Q.2d at 1109 (quotingy Inc, 353 F.3d at 531, 69 U.S.P.Q.2d at 1215) (emphasis added).

The Board inTrek emphasized the reason why the absencerapetitor use of a term is so significant
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to the genericness inquiry. “In circumstances where aeddi@rm used as a trademark is quickly taken up by
the public but not by competitors and the stakes arefétedul step’ of full ‘eradication’ of an applicant’s
‘commercial rights,” the evidentiayurden [of showing genericness]hisavy indeed Id. at 1114 (emphasis
added). The Board continued, “[w]hile evidence of cetitpr use is not required to satisfy this burden, where
the record demonstrates both trademark and generic ugn ey of the lack of competitor use, at a minimum,
may create doubt sufficient to tip the balance in favor of registratitth (emphasis added).

As for the other commercial uses of APP STORE identified by Microsoft, Opposer’s Mot. for Summ. J.
13, Apple has objected to such uses aslddta Mr. La Perle’s declarationSeelLa Perle Dec. 1 38. In fact, in
response to Apple’s demands the majority of suild tharties have agreed to stop using APP STOREY 39.
The fact that Apple actively polices unauthorizeésusf APP STORE and has stopped most such uses as a
result of its efforts, further supportsfimding that APP STORE is not genericSeeln re Trek 200097
U.S.P.Q.2d at 1112-13 (fact that media outlets agreed to stop using THUMBDRIVE generically supported
applicant’'s arguments that the term was not genesig; alsoZimmerman v. Nat'l| Ass’n of Realtorg0
U.S.P.Q.2d 1425, 1430 (T.T.A.B. 2004) (“To the extent thditviduals or local real estate groups misuse these
registered terms, the previous litigation with Ms. Freeman illustrates the extent of respondent’s policing efforts
with respect to such uses, demonstrates that respotoleninot permit such uses to go uncontested, and shows
that respondent continually takes affirmative steps tpharsize the proprietary status of its collective service
marks. In short, the record shows no evidence oége use of REALTOR or REALTORS by competitors.”).

C. The Fact That Mainstream Dictionaries DoNot Have a Definition for the Term APP
STORE Supports a Finding that the Term is Not Generic.

While Microsoft goes to great lengths to identify alleged dictionary definitions for “app” and “store,”
absent from its motion are dictionary definitions for the term “APP STORE” as a composite term. Dr. Leonard
was likewise unable to identify anyatlitional dictionaries defining the term APP STORE. Leonard Dec. | 36.
Significantly, when he searched non-traditional ditdiries, Dr. Leonard disconesl definitions for APP
STORE, the vast majority of which defined the teamreferencing Apple’s groundbreaking online software
marketplace.ld. at § 41.

For purposes of this summary judgment motiore Board can only concludthat there are no
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traditional dictionary definitions for the combinednte APP STORE. This fact unquestionably supports a
finding of non-genericnessSeeln re Trek 200097 U.S.P.Q.2d at 1112 (rejecting genericness challenge to the
term THUMBDRIVE for portable storage devices at leaspdnt on the basis that “the record shows that the
more mainstream reference worlksg, Merriam-Webster Online, copyright 2007) do not have a listing for
THUMBDRIVE"); see alsdn re Steelbuilding.com¥15 F.3d at 1298-99, 75 U.S.P.Q.2d at 1423 (“The record
does not contain any examination of dictionary defingi or other sources that might have indicated that
joining the separate words ‘steel’ and ‘building’ woalgate a word that, in context, would be generi®§or

Sys., Inc. v. Pro-Line Door Sy83 F.3d 169, 171, 38 U.S.P.Q.2d 1771, 1773 (7th Cir. 1996) (“The term ‘door
systems’ does not appear in the dictionary. Its compamerats do, of course, but that in itself cannot count for
much; otherwise it could be argued that ‘S&eWp’ is generic, which no one believes”).

D. Microsoft's Evidence of Trade Use, GeneraPress Use, and Consumer Use Does Not Show
by Clear Evidence That APP STORE is Generic.

Microsoft, seeking to avoid highlighting an issuefaft at all costs, offers the Board only specific
instances of uses of the term APP STORE which Microsoft contends are generic uses. What is missing from
Microsoft’'s submission is any evidence, expert or otise, regarding whether such uses represent a majority
of the uses of the term or simply a small, inconsetiplesubset of how the relevant public uses the term APP
STORE. Microsoft’s failure to assess the universe of uses of the term APP STORE alone warrants the denial of
its motion. This is because without such an assessment Microssis the forest for the trees)d cannot
possibly meet its burden of showing thahajority of the relevant public undeends the term APP STORE to
be generic. SeeLeonard Dec. § 43 (Mr. Durrance “selectivehose his evidence and submitted only those
pieces of evidence that he concluded were helpfuldcaigument that APP STORE is a generic term. This

approach is antithetical to scientific analysis, including linguistic analyis.”).

° Microsoft, when it suits its purposes, knows how to assess the universe of uses of a term alleged to be generic.
In seeking to defend its WINDOWS mark from a genergsnclaim, Microsoft submitted expert testimony from

a professor of language and literature assessing the pge@ftgeneric uses of the term WINDOWS measured
against total uses of the terrBeeJones Dec. Ex. C at 17 (Order degyLindows.com’s motion for summary
judgment).
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1. Mr. Durrance’s Methodology is Deeply Flawed.

Microsoft’s first mistake lies in the methodology #ad to try to show that APP STORE is generic.
Rather than evaluating the full spectrum of useghef term, it instructed its outside counsel, Nathaniel
Durrance, to look exclusively for generic uses of timt&PP STORE. Mr. Durrance states in his declaration
that he went about doing so by running a sedoch'app store” (lower case only) using Westlaw’s case-
sensitive search setting in WestlaW)SNEWS database and limited his analysis to the period January 1, 2010
and November 10, 2010. Durrance Dec. { 2. Mr. Durreastéies that his search resulted in 1,077 hits during
the time period he selected and thatreviewed “and found that 867 arig] approximately 80%, discussed app
stores other than Apple’s.id. 1 3.

Mr. Durrance’s untutored survey entitled to no weight whatsoeverMr. Durrance admits that he
limited his search to references to APP STGIRRearing in all lower casesln such circumstances, the Board
is left to wonder whether the references Mr. Durrariegedly located represent 518bthe total references to
APP STORE in the database he selected or 5% (this untgiitain fact clarified in Dr. Leonard’s declaration
in which Dr. Leonard attests to the fact that his morerehensive review established that the vast majority of
public references to APP STORE refer specifically fipla’s service). Mr. Durrance’s failure to sample the
proper universe is fatal to the reliability of Mr. Durrance’s evaluation of whetimeajarity of the relevant
public views APP STORE to be a generic tei®eeleonard Dec. 1 43-46.

Further, Mr. Durrance submits only truncated versiminhe articles upon which he relies, providing up
to 30 words before and after each ocence of the searched term. Durrance Dec. § 2, Ex. 1. By providing only
a snippet of text, Mr. Durrance denies the Board (and ot opportunity to evaluate the references in their
full context. This error further vitiates the reliability dir. Durrance’s testimony and informal survey. As the
Federal Circuit has explained, “Search engine resultsichwprovide little context to discern how a term is
actually used on the webpage that can be accessed through the search result link may be insufficient to
determine the nature of the use of a term or the retevaihthe search results to registration consideratiomns.”
re Bayer Aktiengesellscha#88 F.3d 960, 967, 82 U.S.P.Q.2d 182333 (Fed. Cir. 2007) (Bayer asserted—

and the Federal Circuit agreed—that a list oboGle search result summaries intended to prove the
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descriptiveness of the ASPIRINIA mark was of lessebptive value than evidentleat provides the context
within which a term is used.)See alsoGen. Motors Corp. v. Aristide & Co., Antiquaire de Marquég
U.S.P.Q.2d 1179, 1183 (T.T.A.B. 2008) (according litileight to opposer’s evidence of truncated search
engine results purporting to show use of the tettASALLE” in connection with opposer's former
CADILLAC LASALLE mark).

Finally, even the conclusion Mr. Durrance draws fromdlticles he collected in Exhibit 1 is incorrect.
Mr. Durrance calculated that approximately 80% o Hrticles he gathered through his lower case search
“discussed app stores other than Apgle’Durrance Dec. I 3. However, as demonstrated in the accompanying
declaration of Alicia Grahn Jones, of the 1,077 references included in Durrance’s Exhibit 1, 447 references or
approximately 42% are references to App&eeJones Dec. § 6, Ex. B. Moreover, a number of the references
in Durrance’s Exhibit 1 are repeatsl. Ex. B.

In sum, Mr. Durrance’s testimony messentirely the issue of whethemejority of the relevant public
understands the term APP STORE to be generic. Accordingly, and particularly when viewed in light of Apple’s
conflicting proofssee infra Mr. Durrance’s declaration provides asiifficient basis for an award of summary
judgment in Microsoft's favor.Seeln re Merrill Lynch, Pierce, Fenner, & Smith, In828 F.2d at 1571, 4
U.S.P.Q.2d at 1143 (“The mixture of usages uneartiyethe NEXIS computerized retrieval service does not
show, by clear evidence, that the financial comityuviews and uses the term CASH MANAGEMENT
ACCOUNT as a generic, common descriptive termtfe brokerage services to which Merrill Lynch first
applied the term.”).

2. The References to APP STORE Collecteth the Durrance Declaration Do Not
Show, By Clear Evidence, that the Relevant Public Understands the Term APP
STORE to be Generic.

Even putting aside for the moment the flawaéthodology by which Mr. Durrance collected and
analyzed his results, even taken on their own teresetheferences do not establish by clear evidence that the
relevant consuming publiecnderstands APP STOREMe a generic term.

As for the press references offered by Microsoft,Bbard has long recognized that “writers . . . either

through ignorance, carelessness or indifferencpiéetly use a trademark in a generic sersetinica Corp. v.
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The Newman Corp 149 U.S.P.Q. 585, 586 (T.T.A.B. 196@%v'd on other grounds396 F.2d 486, 158
U.S.P.Q. 104 (C.C.P.A. 1968). Of courde problem recognized by the Boardrormicaover forty years ago

has only grown in significance. As the Board recealigerved, “[tjoday, with a 24-hour news cycle and 24/7
online global activity, undoubtedly many trademarks arsus@d repeatedly, perhaps part, because there is
less time for editing and reflection before news reportday posts are released, and, in part, because what was
the casual spoken word between people is ttwevwritten word posted to the worldri re Trek 200097
U.S.P.Q.2d at 1113.

Further, Microsoft has not offered any evidemmmcerning the degree to which the materials upon
which Mr. Durrance relies have actually been receivethbyrelevant public. In fact, many of the references
selectively quoted by Microsoft appear to be publishectijties that are so obscuteat it is impossible to
determine whether their use of APP STORE could possibly have any discernible impact of consumer perception
of the term. For example, among the snippets of iatezantent quoted in Mr. Durrance’s declaration include
references published by websites named “FierceMoliletéht,” Durrance Dec. Ex. 14, at 2, a blog named
“androinica,”ld. Ex. 14, at 7, “gigaom,Id. Ex. 14, at 9, “fudzilla,1d. Ex. 14, at 18, “snapvoipJd. Ex. 14, at
22, “brighthand,”ld. Ex. 14, at 22, “mobilwhack d. Ex. 16, at 18, and many other equally obscure websites.

As the Board has remarked, “tlidentiary value of the Internedrticles, books, and third-party
websites, to the extent such evidehes been offered to show consumercpption of [the mark at issue], is
limited, because the audience for those materials is not clEea."Bd. of India v. Republic of Tea In80
U.S.P.Q.2d 1881, 1900 n.28 (T.T.A.B. 200&ee alsdJtah Lighthouse Ministry v. Found. for Apologetic Info.

& Research 527 F.3d 1045, 1052, 86 U.S.P.Q.2d 1865, 1968 (10th Cir. 2008) (“Such evidence would have
been more probative of consumer perceptions if thetfaiad also presented ‘evidence as to the circulation of
Ski Magazine, the regard in whictkkdly consumers of [the plaintiff's] services hold the magazine, or the
percentage of those consumers tleagtdrthe magazine. Likewise, in this case . . . [internet evidence] would
support [the] claim . . . only if accompanied by some kihdvidence that the relevant market of consumers has
visited the websites containing thdses.”) (internal citation omitted).

Finally, Microsoft argues that comments madeApple’s Chief Executive Qicer, Steve Jobs, support
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Microsoft's argument that APP STORE is generic. Geps Mot. for Summ. J. 16. Here as well Microsoft
fails to provide any evidence as to wht such statements, which in fact were made during an earnings call to
the investment community, were even heard by any dzeaimber of consumers of mobile applications.
Given the limited audience for such earnings statem#rgsmost reasonable inference is that they could not
possibly have had any meaningful impact onsumer perception of the term APP STOREee Zimmerman

70 U.S.P.Q.2d at 1434-35 (generic uses of the tREALTOR” by federal judgesn published legal opinions

entitled to little weight because such references likely had little impact on the public’s perception of the term).

Taken together, Microsoft’'s proofd mostshow that the term APP STORE conveys the characteristics
of Apple’s online software marketplacee(, a portal wherein consumers can evaluate and thereafter license
software programs)Seeln re Gyulay 820 F.2d 1216, 1217, 3 U.S.P.Q.2d 1009, 1009 (Fed. Cir. 1987) (A mark
is “merely descriptive” if it “immediately conveys . knowledge of the ingredients, qualities, or characteristics
of the goods . . . with which it is used.”). Wh¢’P STORE may well be an “apt name” for Apple’s online
software marketplace, “[a]ptness iissufficient to prove genericnessSee In re Am. Food CoSer. No.
76/101,362, 2004 WL 2368382 at *4 (reversing examiner’'s cdasion that the term THE BEEF JERKY
OUTLET for retail store services featuring beef snacks was generic).

V. APPLE'S CONFLICTING EVIDENCE ESTABLISHES THAT THERE IS AT LEAST A
GENUINE ISSUE FOR TRIAL REGARDING WHETHER THE RELEVANT PUBLIC
PREDOMINANTLY UNDERSTANDS APP STORE TO BE A TRADEMARK.

As detailed above, Microsoft's praofall far short of establishing by clear and convincing evidence that
the primary significance of the term APP STORE to a substantial majority of the relevant public is as a generic
term. Accordingly, its motion should be denied withany proofs from Apple. However, Apple does not rest
its opposition on the manifold defects apparenMicrosoft's evidence. Rather, Apple submatirmative
evidencethat serves to remove appssible doubt that there & leasta genuine issue of material fact as to
whether amajority of the relevant public primarily understarttie term APP STORE as a brand name, and not
the common term for the class of services at issue.

A. Apple Was the First to Use the Term APP SDRE in Connection with an Online Software
Marketplace.

Microsoft does not dispute that Apple was the fiostise the term APP STORE in connection with an
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online software marketplace. Before Apple’s launthits APP STORE service, obile operators and others
offered mobile users the opportunity to download applications such as ringtones, wallpaper and games. These
services were branded and described with terms that bore no similarity to APP STORE. La Perle Dec. | 5.

When it launched, the APP STORE service represented a different kind of online software service and it
was an instant commercial and critical success David Pogue, technology columnist fohe New York
Times noted “[n]othing like the App Store has ever been attempted before.” David FRugues's Posts: A
Candy Store for the iPhond&l.Y. TIMES, July 17, 2008See alsd_.aura M. HolsonCellphone Carriers Relax
Grip on ContentN.Y. TIMES, Aug. 4, 2008, at C1 (calling the APP SEB “nothing short of revolutionary”).

La Perle Dec. Exs. 2-3. As a complement to its revolutionary service, Apple coined a new term, APP STORE,
to refer exclusively to its new service. La Perle Dec'¥ 9.

Accordingly, and in marked contrast to Micras®fadoption of its WINDOWS mark, this is not a
situation where the mark was vo#b initio because it existed as a generic term prior to its adoption as a
trademark. Cf. Harley Davidson, Inc. v. Grottanellil64 F.3d 806, 811, 49 U.S.P.Q.2d 1458, 1461 (2d Cir.
1999) (“Even the presumption of validity arising from federegistration . . . cannot protect a mark that is
shown on strong evidence to be generic as to theamtiecategory of productprior to the proprietor's
trademark use and registration.”) (citation omitted).

There can be no question that the phenomenal popularity of the APP STORE service has made it the
gold standard by which other online software marketplaces are judged. That this is so, however, hardly
constitutes grounds for declaring APP STORE generic.

B. Dr. Leonard’s Declaration, at a Minimum, Egablishes a Genuine Issue of Fact as to
Whether the term APP STORE is Understood by the Relevant Public as a Mark.

In stark contrast to the non-scientific, cherry-picked references submitted by Microsoft's outside

counsel, Apple offers a declaration from a renowneduist who, applying scientific method, provides a

19 As detailed in Mr. La Perle’s declaration, a compaagned Salesforce.com, Inc. announced that it planned to
brand one of its services with the mark APPSTCREa feature of its APPEXCHANGE application service
provider services and filed an intent-to-use trademarkcapion for this mark. Salesforce never commenced
offering the service under the APPSTORE mark and uléiypatbandoned its trademark application. La Perle
Dec. 1 41.
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comprehensivassessment of the use of the term APP ST@QREan assessment that reveals both brand and
generic uses of the term. Based upon hauation, Dr. Leonard concludes that fredominantusage of the
term APP STORE is as a proper noun to refer to Apple’s online software marketplace. Leonard Dec. § 23.

Dr. Leonard analyzed references to APP STOREaipg in The Corpus of Contemporary American
English (“COCA"), an online collection of over 410 nolfi words of popular texts from such publications as
The New York Time®opular MechanicsNewsweekThe Chicago Tribuneand PCWorld during the years
1990-2010.1d. 11 11, 13, 23, 31. Dr. Leonard explains, “COGA ‘balanced’ corpus, meaning that it includes
an equal number of texts and words from a wide variepopftilar publications each year; as such, it is accepted
among experts in the field of sociolinguistics as representative of current languagilysé&3. Dr. Leonard’s
review of this database established tB8% of the references to APP STORE in that database constitute
references to Apple’s APP STORE servite. § 31.

Based upon his review of the LexisNexis datab&nkLeonard concludes “that the term APP STORE
was not in fact in general use in connection with the distribution of software progriams Apple’s adoption
of the term as a trademarkld. § 26 (emphasis added). Dr. Leonawhsilysis of the LexisNexis search results
reveals that 86% of the APP STORE references in the materials Dr. Leonard sampled refer specifically to
Apple’'s APP STORE servicdd. 1 30.

Further, and as corroboration of the results he néththrough his analysis of COCA and LexisNexis
databases, Dr. Leonard surveyed references to APP STe&Ried through the Google search engine. As
with his other analyses, Dr. Leonard’s analysis of thecheasults yielded by the Google search engine reflect
the fact that the vast majority of uses of the t&RP STORE in fact refer to specifically to Apple’s APP
STORE servicesld.  32. Based upon his analyses of the databiesesviewed, Dr. Leonard attests, with “a
high degree of certainty, that tipeedominantusage of the term APP STORE is as a proper noun to refer to
Apple’s online application marketplaceld. 1 33 (emphasis added).

Dr. Leonard’s analysis makes plain that Microsofersf the Board only a self-serving sliver of the total
uses of APP STORE. Dr. Leonard’s more complete aisalyhich is rooted in scientific method, shows that

the types of uses identified by Microsafre in fact in the minority; the vastajority of uses of the term refer

24
www.TrademarkEm.com



specifically to Apple’s groundbreaking service and as such refute Microsoft’s contention that the term is
generic. See Books on Tape, Inc. v. Booktape Corp., 836 F.2d 519, 520, 5 U.S.P.Q.2d 1301, 1302 (Fed. Cir.
1987) (rejecting genericness challenge to the term BOOKS ON TAPE for cassettes on which books are
recorded, basing such finding on the fact that “[w]hile there have been some vernacular uses of ‘books on tape’
in newspaper articles, the great majority of those materials concern only petitioner and the fact that petitioner
originated a new industry.”) (emphasis added).
CONCLUSION

Microsoft has failed to meet its high burden of proof necessary for it to prevail on summary judgment.
At a minimum, Apple has demonstrated the existence of genuine issues of fact concerning whether the primary
significance of the term APP STORE to a substantial majority of the relevant public is as a source identifier for

Apple’s online marketplace featuring downloadable software programs
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