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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'STRADEMARK APPLICATION

APPLICATION SERIAL NO.

MARK: LIKE

CORRESPONDENT ADDRESS:
LAURI S. THOMPSON

GREENBERG TRAURIG, LLP
3773 HOWARD HUGHES PKWY STE 400N

LASVEGAS, NV 89169-5956

APPLICANT:

CORRESPONDENT’'S REFERENCE/DOCKET

NO:

Facebook Inc.

1147134510
CORRESPONDENT E-MAIL ADDRESS:
Ivpto@gtlaw.com

85/020073

*85020073*

CLICK HERE TO RESPOND TO THISLETTER:
http://www.uspto.gov/teas/eT EASpageD.htm

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THISLETTER

TO AVOID ABANDONMENT OF APPLICANT'STRADEMARK APPLICATION, THE USPTO MUST
RECEIVE APPLICANT'S COMPLETE RESPONSE TO THISLETTER WITHIN 6 MONTHS OF THE
ISSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: 8/17/2010

The Office of the Deputy Commissioner for Trademark Examination Policy granted a L etter of Protest
received in connection with this application. The evidence presented in the letter was forwarded to the
trademark examining attorney for consideration. See TMEP 81715.
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Based upon this evidence, the trademark examining attorney is taking further action, as specified below.
See TMEP §1715.02(b).

Trademark Act Section 2(d) Refusal to Register

Registration of the applied-for mark is refused because of alikelihood of confusion with the marksin U.S.
Registration Nos. 2920968, 2920969, 3595014 and 3740124. Trademark Act Section 2(d), 15 U.S.C.
§1052(d); see TMEP 8§81207.01 et seq. See the enclosed registrations.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles aregistered mark
that it islikely that a potential consumer would be confused or mistaken or deceived as to the source of the
goods and/or services of the applicant and registrant. See 15 U.S.C. 81052(d). ThecourtininreE. I. du
Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) listed the principal factorsto be
considered when determining whether there is alikelihood of confusion under Section 2(d). See TMEP
§1207.01. However, not al of the factors are necessarily relevant or of equal weight, and any one factor
may be dominant in a given case, depending upon the evidence of record. Inre Majestic Distilling Co.,
315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); seeInreE. |. du Pont, 476 F.2d at 1361-
62, 177 USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks, similarity of the goods
and/or services, and similarity of trade channels of the goods and/or services. SeeInre Opus One, Inc., 60
USPQ2d 1812 (TTAB 2001); Inre Dakin’s Miniatures Inc. , 59 USPQ2d 1593 (TTAB 1999); Inre
Azteca Rest. Enters., Inc., 50 USPQ2d 1209 (TTAB 1999); TMEP 8§81207.01 et seq.

Taking into account the relevant du Pont factors, alikelihood of confusion determination in this case
involves atwo-part analysis. The marks are compared for similaritiesin their appearance, sound,
connotation and commercial impression. TMEP 8§881207.01, 1207.01(b). The goods and/or services are
compared to determine whether they are similar or commercially related or travel in the same trade
channels. See Herbko Int’l, Inc. v. Kappa Books, Inc. , 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380
(Fed. Cir. 2002); Han Beauty, Inc. v. Alberto-Culver Co., 236 F.3d 1333, 1336, 57 USPQ2d 1557, 1559
(Fed. Cir. 2001); TMEP 881207.01, 1207.01(a)(vi).

The applicant’s mark, LIKE and design consisting of a thumbs up gesture, is similar to the registered
marks, a design consisting of a thumbs down gesture, a design consisting of athumbs up gesture, a design
consisting of a thumbs up gesture and a design consisting of a thumbs up gesture, respectively, because
they al contain approving and/or disapproving hand gestures. The only difference in the marks is the
word LIKE in the applicant’'s mark. This difference does not alter the commercial impression of the
marks.

The goods and/or services of the parties need not be identical or directly competitive to find alikelihood

of confusion. See Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d 1399, 1404, 186 USPQ 476, 480
(C.C.P.A. 1975); TMEP 81207.01(a)(i). Rather, they need only be related in some manner, or the
conditions surrounding their marketing are such that they would be encountered by the same purchasers
under circumstances that would give rise to the mistaken belief that the goods and/or services come from a
common source. Inre Total Quality Group, Inc., 51 USPQ2d 1474, 1476 (TTAB 1999); TMEP
§1207.01(a)(i); see, e.g., On-line Careline Inc. v. Am. Online Inc., 229 F.3d 1080, 1086-87, 56 USPQ2d
1471, 1475-76 (Fed. Cir. 2000); In re Martin’s Famous Pastry Shoppe, Inc. , 748 F.2d 1565, 1566-68, 223
USPQ 1289, 1290 (Fed. Cir. 1984).
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The applicant’s services are “socia introduction, networking and dating services; providing access to
computer databases in the fields of social networking, social introduction and dating; providing social
services and information in the field of personal development, namely, self-improvement, self-fulfillment,
charitable, philanthropic, volunteer, public and community services, and humanitarian activities.”
Regarding Registration Nos. 2920968 and 2920969 (owned by the same entity), the goods are “ computer
hardware, computer software for use in connection with personalized, interactive television programming,
computer peripherals for personalized, interactive television programming, televisions, television or
television peripheral remote controls, and controls, namely, video game interactive remote control units
and computer game software for use therewith and accompanying manuals sold as a unit, electronic
equipment, namely, television audio and video receivers, set-top boxes, video devices, namely, VCR,
DVD, and video display monitors.” Regarding Registration Nos. 3595014 and 3740124 (owned by the
same entity), the goods and services are “ downloadabl e audio files featuring commercial and business
information; electronic publications, namely, directories featuring commercial and business information
recorded on CD-ROM; computer software, namely, database management software to search, query and
compare information and material; providing an online commercia information directory on the internet;
providing information on a global computer network relating to the electronic processing of orders and
advertising; advertising, namely, in electronic information directories and on the internet; online
advertising; compilation, systematization and management of data and information in computer databases;
marketing in the nature of publicity for third parties; promoting the goods and services of others by
providing hypertext links to the web sites of others; telecommunication services, namely, the transmission
of news items to news reporting organizations via various networks and media; line and connection
services for telecommunication, namely, providing user access and telecommunications connectionsto a
global computer network; telecommunications routing and junction services; providing accessto
databases and to electronic sites featuring information and telecommunication directories; network
coupling services for telecommunications, namely, paging services, e-mail, mobile telephone services;
Internet service provider services, namely, providing accessto digital networks; providing multiple user
access to aglobal computer information network featuring communications by mobile telephone relating
to the sale and resale of items over the internet; publication of electronic information directories; computer
programming; conducting research in the field of computer data, computer programs, search engines on
the internet in databases for third parties; electronic storage of datafor third parties, development, update
and maintenance of electronic databases and of software; design and maintenance of internet homepages.”

Here, the services of the applicant are closely related to the goods and services of the registrants and
travel through the same channels of trade to the same classes of purchasers. Accordingly, because
confusion as to source is likely, registration is refused under Trademark Act Section 2(d) based on a
likelihood of confusion.

The Trademark Tria and Appea Board has held that computer hardware products are related to computer
software products, such that their marketing under the same or similar marks may be likely to cause source
confusion. SeeInre Emulex Corp., 6 USPQ2d 1312 (TTAB 1987) (holding JAVELIN for computer
peripheral software storage unit likely to be confused with JAVELIN for “prerecorded computer
programs in machine readable form”); Inre TIE/Commc'ns, Inc. , 5 USPQ2d 1457 (TTAB 1987) (holding
DATA STAR likely to cause confusion when used in connection with both registrant’ s “ computer
programs recorded on magnetic media’ and applicant’s “voice/data communications terminals and parts
thereof”); InreDigital Research Inc., 4 USPQ2d 1242 (TTAB 1987) (holding CONCURRENT PC-DOS
likely to be confused with CONCURRENT TECHNOLOGIES CORPORATION for “printed electronic
circuit boards’); InreEpic Sys. Corp., 228 USPQ 213 (TTAB 1985) (holding EPIC for computer
software for use in health care facilities likely to be confused with EPIC DATA for “electronic data
collection terminals and electronic data collection units’); Inre Teradata Corp., 223 USPQ 361 (TTAB
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1984) (holding Y NET for computer hardware likely to be confused with XY NET for computer software);
In re Compagnie Internationale Pour L’ Informatique-Cii Honeywell Bull , 223 USPQ 363 (TTAB 1984)
(holding QUESTAR for computer hardware likely to be confused with QUESTAN for computer
programs); In re Graphics Tech. Corp., 222 USPQ 179 (TTAB 1984) (holding AGILE for computer
programs likely to be confused with AGILE for computer data terminals); Alpha Indus., Inc. v. Alpha
Microsystems, 220 USPQ 67 (TTAB 1983) (holding ALPHA MICRO for digital computer equipment and
programs likely to be confused with ALPHA MICROWAVE for microwave components and sub
assemblies); see also Octocom Sys., Inc. v. Houston Computer Servs., Inc., 918 F.2d 937, 16 USPQ2d
1783 (Fed. Cir. 1990) (affirming TTAB decision on summary judgment that found computer modems and
computer programs highly related); cf. In re Quadram Corp., 228 USPQ 863 (TTAB 1985).

Consumers are likely to be confused by the use of similar marks on or in connection with goods and with
services featuring or related to those goods. TMEP §1207.01(a)(ii); see In re Hyper Shoppes (Ohio), Inc.,
837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988) (holding BIGG'’ Sfor retail grocery and general
merchandise store services likely to be confused with BIGGS for furniture); In re United Serv. Distribs.,
Inc., 229 USPQ 237 (TTAB 1986) (holding design for distributorship servicesin the field of health and
beauty aids likely to be confused with design for skin cream); In re Phillips-Van Heusen Corp., 228 USPQ
949 (TTAB 1986) (holding 21 CLUB for various items of men’s, boys', girls and women’s clothing
likely to be confused with THE “21” CLUB (stylized) for restaurant services and towels); InreU.S. Shoe
Corp., 229 USPQ 707 (TTAB 1985) (holding CAREER IMAGE (stylized) for retail women'’s clothing
store services and clothing likely to be confused with CREST CAREER IMAGES (stylized) for
uniforms); Steelcase Inc. v. Seelcare Inc., 219 USPQ 433 (TTAB 1983) (holding STEEL CARE INC. for
refinishing of furniture, office furniture, and machinery likely to be confused with STEEL CASE for office
furniture and accessories); Mack Trucks, Inc. v. Huskie Freightways, Inc., 177 USPQ 32 (TTAB 1972)
(holding similar marks for trucking services and on motor trucks and buses likely to cause confusion).

The Court of Appealsfor the Federal Circuit and the Trademark Trial and Appeal Board have held that
various electronic goods are sufficiently related to computer or technology-related services such that a
likelihood of confusion exists when the marks at issue are otherwise identical or highly similar. See
Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 62 USPQ2d 1001 (Fed. Cir. 2002) (holding
“electronic transmission of data and documents via computer terminals’ to be sufficiently related to
facsimile machines, computers, and computer software such that confusion would be likely where the
marks at issue convey asimilar commercia impression); MS Data Corp. v. Microprocessor Sys., Inc.,
220 USPQ 655 (TTAB 1983) (holding MSI for “computer hardware manufacturing services to the order
of or specification of others’ likely to be confused with M S| for “electronic ordering systems for
gathering and transmitting source data comprising a recorder-transmitter and data receiver”); Commc’' ns
Satellite Corp. v. Comcet, Inc., 429 F.2d 1245, 166 USPQ 353 (4th Cir. 1970) (holding COMSAT for
satellite services likely to be confused with COMCET for computers because computers can be used to
receive data transmitted by satellites).

Attached are copies of printouts from the USPTO X-Search database, which show third-party registrations
of marks used in connection with the same or similar goods and/or services as those of applicant and
registrantsin this case. These printouts have probative value to the extent that they serve to suggest that
the goods/services of the applicant and the goods/services of the registrants are of akind that may emanate
from asingle source. Inre Infinity Broad. Corp., 60 USPQ2d 1214, 1217-18 (TTAB 2001); In re Albert
Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); In re Mucky Duck Mustard Co., 6 USPQ2d
1467, 1470 n.6 (TTAB 1988); TMEP 81207.01(d)(iii).

Any goods or servicesin the registrant’s normal fields of expansion should be considered when
determining whether the registrant’ s goods and/or services are related to the applicant’ s goods and/or
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services. TMEP 81207.01(a)(v); seelnre 1st USA Realty Prof’ls, Inc. , 84 USPQ2d 1581 1584 (TTAB
2007). Evidence that third parties offer the goods and/or services of both the registrant and applicant
suggest that it islikely that the registrant would expand their business to include applicant’ s goods and/or
services. Inthat event, customers are likely to believe the goods and/or services at issue come from or, are
in some way connected with, the same source. Inre 1st USA Realty Prof’ls, 84 USPQ2d at 1584 n.4; see
TMEP 81207.01(a)(V).

The question is not whether people will confuse the marks, but whether the marks will confuse peopleinto
believing that the goods and/or services they identify come from the same source. In re West Point-
Pepperéll, Inc., 468 F.2d 200, 201, 175 USPQ 558, 558-59 (C.C.P.A. 1972); TMEP §1207.01(b). For that
reason, the test of likelihood of confusion is not whether the marks can be distinguished when subjected to
aside-by-side comparison. The question is whether the marks create the same overall impression. See
Recot, Inc. v. M.C. Becton, 214 F.2d 1322, 1329-30, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000); Visual Info.
Inst., Inc. v. Vicon Indus. Inc., 209 USPQ 179, 189 (TTAB 1980). Thefocusis on the recollection of the
average purchaser who normally retains a general rather than specific impression of trademarks.
Chemetron Corp. v. Morris Coupling & Clamp Co., 203 USPQ 537, 540-41 (TTAB 1979); Sealed Air
Corp. v. Scott Paper Co., 190 USPQ 106, 108 (TTAB 1975); TMEP §1207.01(b).

The overriding concern is not only to prevent buyer confusion as to the source of the goods and/or
services, but to protect the registrant from adverse commercia impact due to use of asimilar mark by a
newcomer. Seelnre Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993).
Therefore, any doubt regarding a likelihood of confusion determination is resolved in favor of the
registrant. TMEP 81207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265,
62 USPQ2d 1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6
USPQ2d 1025, 1025 (Fed. Cir. 1988).

Although applicant’s mark has been refused registration, applicant may respond to the refusal(s) by
submitting evidence and arguments in support of registration.

Furthermore, applicant is advised of the following:

Potential Likelihood of Confusion

Information regarding pending Application Serial Nos. 77629367, 77629390 and 77938128 is enclosed.
The filing dates of the referenced applications precede applicant’ s filing date. There may be alikelihood
of confusion under Trademark Act Section 2(d) between applicant’s mark and the referenced marks.  If
one or more of the referenced applications registers, registration may be refused in this case under Section
2(d). 37 C.F.R. §2.83; TMEP 881208 et seq. Therefore, upon entry of aresponse to this Office action,
action on this case may be suspended pending final disposition of the earlier-filed applications.

If applicant believes that there is no potential conflict between this application and the earlier-filed
applications, then applicant may present arguments relevant to the issue in aresponse to this Office action.
The election not to submit arguments at this time in no way limits applicant’ s right to address thisissue

at alater point.

Previous Refusal s/Requirements Maintained and Continued

www.TrademarkEm.com



In addition to the refusal in this Office action, all refusal (s)/requirement(s) in the Office action dated July
30, 2010, are herein incorporated by reference. Therefore, a proper response to this Office action must
address each issue raised in the preceding Office action aswell asin this Office action.

/Matthew J. Pappas/

U.S. Patent & Trademark Office
Examining Attorney, Law Office 107
Tel: 571-272-9206

Email: matthew.pappas@uspto.gov

TO RESPOND TO THISLETTER: Usethe Trademark Electronic Application System (TEAS)
response form at http://teasroa.uspto.gov/roa/. Please wait 48-72 hours from the issue/mailing date before
using TEAS, to alow for necessary system updates of the application. For technical assistance with
online forms, e-mail TEAS@uspto.gov.

WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant
or someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants). If an applicant is represented by an attorney, the attorney must sign the response.

PERIODICALLY CHECK THE STATUSOF THE APPLICATION: To ensure that applicant does
not miss crucia deadlines or official notices, check the status of the application every three to four months
using Trademark Applications and Registrations Retrieval (TARR) at http://tarr.uspto.gov/. Please keep a
copy of the complete TARR screen. If TARR shows no change for more than six months, call 1-800-786-
9199. For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Usethe TEAS form at
http://www.uspto.qgov/teas/eT EA SpageE.htm.

www.TrademarkEm.com



